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An Organization For The 
Protection of Trade-Marks and Trade Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members : 


RESERVOIR OF TRADE-MARK INFORMATION 


During its sixty-two years of existence the Association has been accumulating comprehensive 
records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Special Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where trade-mark owners are confronted by state, federal or foreign trade-mark 
laws, rules and regulations of administrative bodies or proposed laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
involved so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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AN AID TO TRADE WITH SOUTH AMERICA 


PART I 


TRADE-MARKS—AN AID TO TRADE WITH LATIN AMERICA 


By James L. Brown* 


With our eyes focused on closer economic, as well as cultural, relations with our 
Latin-American neighbors, interest in the expansion of the export trade of this 
country to that area has taken on an added zest. Many American manufacturers 
have enjoyed for years substantial markets for their products in the countries 
south of us. Recently, others, some of whom have found their European markets 
all but closed to them, have been seeking information about Latin-American needs 
for their goods. 

A matter of prime importance in any plan for trade development is the deter- 
mination of a present or potential demand for the product. That point decided, 
the next step is the determination of the feasibility of satisfying that demand. The 
average exporter studies this demand as it relates to quality, size, and price. He 
gives due consideration to tariff rates, transportation charges, exchange, credit, 
the selection of an agent, and advertising, whether in local papers, magazines, or 
by radio. A study of all these matters is essential, but all too frequently the subject 
of trade-marks is either lost sight of or postponed. 


The Trade-Mark Usurped 


Not long ago an American manufacturer who for many years enjoyed a good 
market for his goods in certain countries of Europe, upon the loss of that market, 
decided to examine into the establishment of markets in Latin America. An appro- 
priate study was made of the potential demand for his goods in a country of South 
America. It was found that other sources of supply of similar goods were prac- 
tically cut off and that buyers were anxious to procure the American product. The 
decision to establish a market in that country was finally reached only after over- 
coming obstacles, many of which deterred the manufacturer from exploiting that 
field years earlier. A definite program was agreed upon and an agent was engaged. 
All was set to furnish the goods when it was discovered that the American manu- 
facturer could not use his trade-mark on the product in the particular country, for 
the reason that it was owned by another who had registered a few years earlier, 
thereby acquiring exclusive right to its use. 

Marketing his goods under a new trade-mark was a thing difficult to contem- 
plate. There was, however, no other course open to him unless he could settle with 
the registered proprietor of “his” mark. He was unable to effect an agreement 
with the registrant and accordingly was put to the inconvenience of adopting a new 
trade-mark for use in that country. 


1. Chief Division of Commercial Laws, U. S. Department of Commerce. 
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Selecting a Trade-Mark 


The establishment of a trade-mark is a very expensive and long drawn out affair. 
Adoption of an appropriate trade-mark, the first step in its establishment, is not so 
easy a matter as it would seem. In these days the trade-mark owner must be con- 
stantly on the alert to prevent the use and registration of trade-marks confusingly 
similar to his. In addition, he is frequently confronted with the added problem of 
defending actions for infringement or cancellation. 


The Consumer and the Trade-Mark 


The trade-mark has its inception upon its adoption and use by the manufacturer. 
Its continued existence thereafter is dependent in no small measure on the consumer. 

The source of the product, which the trade-mark serves to identify, is indeed most 
important to the buyer because that source may spell to him much in the way of 
difference in quality, quantity, or workmanship. He wants that particular product— 
it is a hybrid to him, and accordingly the common garden variety will not do. “A 
rose by any other name” is not persuasive enough for him to buy another product. 
The trade-mark then acts as a safeguard to the interests of the consumer. 

The publicity which a trade-mark receives is not always by way of the adver- 
tising given it by the manufacturer. The consumer frequently contributes in good 
measure to that publicity, aside from his merely calling for the product by its trade- 
mark or brand. He unawaredly becomes its booster by encouraging his neighbor to 
buy that particular product, and often extols its virtues above those of its competitors. 


Trade-Marks for Use in Export Trade 


The question is often asked by those planning on extending their export trade 
to Latin America: Should I adopt a specific mark for goods intended to be sold in 
that area, or will the mark which I have used for many years in this country serve 
the purpose? Obviously, it is not an easy matter to resolve problems of this kind. 
There are no stereotyped answers for such questions ; many things must be studied 
to (a) visualize the problem and (b) arrive at an appropriate solution. For instance, 
a great deal may depend upon the type of consumer that the goods are intended to 
reach. Color may be an important factor, as well as pictorial marks. English 
word marks which are not readily pronounced by persons not familiar with the 
English language would hardly be suitable. 

Let us suppose a manufacturer of cosmetics desires to sell nail polish in Brazil 
and the trade-mark, which consists of a word mark that could readily be pronounced 
in English, could not feasibly be pronounced in Portuguese. You can then see what 
a difficulty such a trade-mark would present to the average Brazilian woman who 
wished to call for this particular nail polish by a word difficult to pronounce. 
Another matter would be an appeal to the esthetic or artistic sense of the people. 
Thus pictures or illustrations which may appeal to a fashionable woman in Latin 
America should be used, regardless of the desirability of their use in the United 
States. The usual practices of the trade may serve as a guide. Another matter 
which is of primary importance, and deserving careful consideration, is the registra- 
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bility of the mark, since it is on that basis that the right of ownership is frequently 
determined. 


Proprietorship of Trade-Marks Shown by Register 


An examination of the register in the Industrial Property Office will disclose 
whether the trade-mark, or one confusingly similar to it, has been previously 
recorded. It should be remembered that the register of marks in practically all the 
countries of Latin America is important as evidence of the exclusive right to the use 
of a trade-mark. All this is predicated upon the legal concept of the right of owner- 
ship in such marks which prevail in those countries. Therefore, he who first applies 
for and obtains registration and the corresponding certificate thereof will prevail 
in any court action brought to determine the right of ownership, prior adoption and 
use of the same or similar trade-marks by the other party to the contrary notwith- 
standing. 

The registration of trade-marks, it may be seen, is so important a factor in a 
foreign trade program—since it is often a necessary incident to retaining a market 
abroad—that the exporter must give it most earnest and timely consideration. That 
hundreds of American trade-marks are registered in Latin America annually by 
unauthorized persons is testimonial to that fact. 


Laws Afford Protection 


All of the countries south of us have provided means, through appropriate legis- 
lation, of safeguarding the property in trade-marks. While these laws are far from 
uniform, in general they recognize a concept of the right which differs materially 
from that maintained in this country. Here the right attaches by reason of priority 
of use, but in most of the countries of Latin America it comes into being by regis- 
tration. 

In addition to specific legislation, in each country there are several International 
as well as Inter-American Conventions on the subject, which extend to nationals 
of the contracting countries certain benefits not otherwise provided in the specific 
laws.” These Conventions have gone far in reconciling various international view- 
points on the subject, and in the past quarter of a century have promoted a better 
understanding of the rights of the manufacturer, as well as those of the consumer, 
in this valuable class of Industrial Property. 

Trade-mark registration abroad is a technical matter and accordingly interested 
persons should confer with their attorneys on this subject. 





THE “TENDERIZED” DECISION IN CANADA 


In the recent decision of the Exchequer Court of Canada in Albany Packing 
Company, Inc. v. The Registrar of Trade-Marks* the court assumed that the real 
foundation of the appellant’s claim to registration of the mark “Tenderized” was 


2. “Industrial Property Protection Throughout the World,” T. P. S. 165; Superintendent 
of Documents, Washington, D. C., price twenty cents. 
1. 30 T.-M. Rep. 595. 
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that, prior to the Canadian application, the mark had been registered in the United 
States under the Act of 1920. Counsel for appellant claimed that its registration 
in the United States was a registration in the “country of origin,” as contemplated 
by Sec. 28 (1) (d) of the Canadian Unfair Competition Act, while counsel for the 
Registrar argued that this registration was not one made in the “country of origin.” 
The court agreed with the latter on this point and its holding thereon was decisive 
on the result of the case. 

It is of interest to discuss this aspect of the case since it is of vital importance 
to owners of trade-marks registered under the Act of 1920 in the United States 
who may seek registration and protection of their marks in Canada as well as in other 
countries party to the International Convention for the protection of Industrial 
Property, or even to Inter-American Conventions. 

It should be stated here at once that the court in passing on this point could only 
construe the terms of the Canadian Act and not the definition of “country of origin” 
in Article 6 of the International Convention for the Protection of Industrial Prop- 
erty, since the rule is well established that, in British countries, treaties affecting 
the rights of citizens or existing statutes are not immediately applicable by the 
courts, who only look to the legislative acts passed to render their provisions effec- 
tive.” The position, in other words, is entirely different from that in the United 
States where a treaty is the supreme law of the land and supersedes a prior Act of 
Congress when its provisions are of a self-executing character. Nevertheless, since 
the purpose of Sec. 28 (1) (d) of the Canadian Act was to give legislative effect 
to Art. 6 of the Convention and since the definition of “country of origin” in the 
Act is identical with that in the Convention, the court rightly held that the terms 
of the Convention may be referred to as a matter of history, and the scope and 
intent of the stipulation should also be given consideration. 

Briefly, the court reaches the conclusion that the appellant’s mark was not 
registered in the “country of origin,” although registration under the Act of 1920 
in the United States was duly proved, on the ground that such registration was made 
in the United States under an Act passed to give effect to an Inter-American Con- 
vention and could not be obtained under the principal Trade-Mark Act of 1905. This 
conclusion seems untenable. 

The court says that the registration in the United States is not made in the 
“country of origin” as contemplated by Sec. 28 (1) (d) and (2) of the Unfair 
Competition Act. This provision reads that “notwithstanding anything herein- 
before contained: (d) a word . . . which the applicant . . . has already caused 
to be duly and validly registered as a trade-mark in the country of origin of such 
registration, shall, although otherwise unregistrable . . . be registrable under this 
Act, provided. . .” 

It will be noted that the provision merely requires that the mark must have 
been: (1) duly and validly registered (2) as a trade-mark (3) in the country of 


2. Walker v. Baird (Appeal Cases, 1892, p. 491; Piccioto, The Relation of International 
Law to the Law of England and of the United States of America, London, 1915, p. 71; Crandall, 
Treaties, Their Making and Enforcement, pp. 280, 282, 286). 

3. See the Trade-Mark Reporter, January, 1941, pp. 5, 7. 
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origin. The correct construction of the Canadian Act should have proceeded with 
the interpretation of the above italicized three terms. 

The stipulation of Art. 6 of the Convention contains the word “réguliérement” 
in the place of the words “duly and validly” of the Canadian Act. The history 
of this stipulation of the Convention* will show that the word “valablement” was 
first proposed and changed to “réguliérement” in order to avoid difficulties of inter- 
pretation. It was realized that it was impossible for the application of Art. 6 to 
introduce an interpretation which would permit an examination as to whether a 
mark registered in the country of origin was valid under such law. The validity 
of a trade-mark registration, especially in countries where the Patent Office does not 
examine trade-marks from the point of view of anticipation or conformity with the 
requirements of the law for a technical trade-mark, could only be determined by a 
court decision which conceivably could never occur if there was no infringement. 
In such circumstances, the stipulation of Art. 6 for admission to registration in a 
country of the Union of a trade-mark already registered in the country of origin 
might prove inapplicable.® 

For the same reason, the corresponding provision of the Canadian Act, 1.e., the 
words “duly and validly” registered cannot possibly mean that the Registrar in 
Canada must consider whether the mark registered in the country of origin is a valid 
trade-mark under the law of such country. For that matter, even a registration 
under the Act of 1905 in the United States may not be valid. It may infringe upon 
the rights of a prior user. It may, notwithstanding allowance of the mark by the 
Patent Office, be declared invalid by the courts. Accordingly, the terms “duly and 
validly” registered of Sec. 28 mean only that there is a registration in due form in 
the country of origin. 

The next requirement is that what is registered should be a trade-mark. The 
subject matter of registration under the Act of 1920 in the United States is cer- 
tainly trade-marks. Section 1 of this Act creates the register for “all marks com- 
municated” by the Inter-American Bureaus and “all other marks not registrable 
under the Act of February 20, 1905.” Section 2 provides that “whenever any 
person shall deem himself injured by the inclusion of a trade-mark on this regis- 
ter.” . . . Section 4 states that “any person who shall without the consent of the 
owner thereof reproduce . . . or imitate any trade-mark on the register” shall be 
liable to an action for damages. 

Lastly, the third requirement for the application of Sec. 28 (1) (d) is that the 
mark must have been registered in the “country of origin.” Sub-sec. (2) of 
Sec. 28 defines the “country of origin” as the country of the Union other than 
Canada in which the applicant had at the time of application a real and substantial 
industrial or commercial establishment. The court assumed that the appellant 
in the case in question had such an establishment in the United States. Under 
the circumstances, it is not seen how the court could hold that the appellant had 


no registration for its mark in the “country of origin” in the meaning of the above 
provision of the Act. 





4. Ladas, The International Protection of Industrial Property, 1930, p. 534. 


5. Pillet, Régime International de Propriété Industrielle, p. 351; L. Brun, Les Marques de 
Fabrique et de Commerce, pp. 379-380. 
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The court’s holding, therefore, although to the effect that “the appellant’s regis- 
tration in the United States is not one made in the ‘country of origin’ as contem- 
plated by Sec. 28 (1) (d) and (2) of the Unfair Competition Act,’® cannot be 
understood except by reference to its statement earlier in the opinion’ that a mark 
which could not be registered under the Act of 1905 in the United States and was 
not registrable in Canada by a national of Canada, yet would be registrable in Canada 
under the above terms of the Act, “would appear to reflect an anomalous and 
inequitable state of affairs.” 

The misconceptions of the trade-mark registration system in this country under 
the Acts of 1905 and 1920 may be discussed at another time here. Suffice it to say 
now that the question of the scope of protection under the Act of 1920 is irrelevant to 
the application of the above provisions of the Canadian Act which, the court admits, 
purport to give legislative effect to Art. 6 of the International Convention. 

Both the court and the affidavit by Mr. Kennard N. Ware appear to assume 
that Art. 6 of the Convention is only a stipulation of the Convention of The Hague 
of 1925 and therefore subsequent to the Act of 1920 in the United States. As a 
matter of fact, this stipulation was contained already in the original Convention of 
Paris of 1883. It was further clarified in the revised Convention signed at Wash- 
ington in 1911 and slightly amended at the conference of revision at The Hague 
in 1925. 

The purpose of Article 6 was to bring about a liberalization of the law of the 
various countries of the Union with regard to the conception of trade-marks and 
to give effect in foreign countries to trade-mark rights acquired in the home 
country.* The rights of third parties and of the public are protected by the excep- 
tions of the rule of Art. 6 that every mark registered in the country of origin must 
be admitted to registration and protection in the other countries of the Union. 
There are excepted marks infringing on the rights of third parties, and against 
morals and public order. Also those that lack distinctive character, unless their 
distinctiveness may be shown from all circumstances of the case and particularly 
the length of use of the mark. 

The court’s feeling that it would be “an anomalous and inequitable state of 
affairs” to admit to registration in Canada something that would not be registrable 
by a Canadian national introduces an element in the application of the Canadian 
Act which is contrary to its explicit terms. The whole purpose of Sec. 28 (1) (d) 
is to allow registration of marks which are not registrable by Canadians, by con- 
forming to the international engagement of Canada under the Convention. And if 
the fact that a mark is registered under the Act of 1920 in the United States (and 
presumably is not a technical trade-mark) should be a ground for refusing to apply 
the provisions of Sec. 28, it would follow that Canada should not admit to registra- 
tion, in violation of Sec. 28 of the Act and of Art. 6 of the International Convention, 
all non-technical marks duly registered in countries such as France, Italy, Belgium, 


6. 30 T.-M. Rep. 595, at p. 613. 

7. Ibid., p. 606. 

8. Benedictine Company v. The Federal Ministry of Commerce, decision of the Austrian 
Supreme Administrative Tribunal of April 28, 1928, Propriété Industrielle, 1928, p. 166. 
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and others where any descriptive mark may be registered, since no examination what- 
soever is made prior to registration with regard to registrability. 

It is submitted that the Canadian Court might well have refused registration 
for the mark “Tenderized” on the ground that “having regard to all the circum- 
stances, including the length of time its use has continued” it could be said “to be 
wholly without distinctive character,’”” but for the court to deny that this mark was 
registered in the “country of origin” when it was in fact registered in the United 
States under the Act of 1920 was to deny an evident fact. 

It is therefore submitted that the above decision in Canada should be deemed 
to rest on the finding that the mark “Tenderized” was descriptive and was not 
shown to have acquired a secondary meaning and the Registrar of Trade-Marks in 
Canada should not look upon the decision as requiring him to refuse all applica- 
tions for the registration of trade-marks based on registrations in the United States 
under the Act of 1920. a 





THE “PYREX” DECISION 


In 1900 plaintiff procured registration under the Act of 1905 of its trade-mark 
“Rex” which it used from 1896 to 1928 exclusively on prescription bottles sold to 
druggists, with the exception of a short period of use on liquor bottles. In its applica- 
tion for registration and in 1927 in its application for re-registration plaintiff claimed 
a common-law right to exclusive use only on prescription bottles in Class 33 of the 
Trade-Mark Act. In 1928 the plaintiff applied its mark to nursing bottles and 
thereafter to other bottles. All of its products were made from ordinary glass. 
Prior to 1915 the defendant developed a special quality of glass which resisted sudden 
temperature changes and high temperatures. In 1915 the trade-mark “Pyrex” was 
adopted and applied to that glass as used in making various domestic and industrial 
products. In 1922 the defendant began to manufacture nursing bottles and applied 
its mark to that product which it sold for 25 cents each while plaintiff’s nursing 
bottles were sold for 5 cents each. In 1924 defendant procured registration of its 
mark “Pyrex” applied to nursing bottles. The defendant’s bottle is not similar to 
plaintiff’s in material or appearance. “Pyrex” is a dictionary word. Both parties 
have spent a great deal of money in advertising and do a large volume of business. 
There is no allegation of unfair competition, unfair practice or fraud. Plaintiff 
bases its claim for an injunction upon alleged infringement of its registered trade- 
mark. The lower court found that plaintiff's mark was infringed and granted a 
perpetual injunction with an accounting of profits and damages. Held, reversed. 
There was no infringement, since defendant’s mark is not a colorable imitation of 
“Rex” and is not applied to goods of substantially the same descriptive properties. 
The doctrine of expansion of business did not preclude defendant from acquiring 
a prior right to apply its mark to nursing bottles. There is no substantial evidence 
of confusing similarity in view of the dissimilar material, appearance and price of 
defendant’s nursing bottles. Walgreen Drug Stores v. Obear-Nester Glass Co., 
113 F. (2d) 956 (C. C. A. 8th, 1940). 


9. Sec. 28 (1) (d) which is not contrary to the corresponding provision of Art. 6 of the 
International Convention. 
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It is well settled that mere registration under the Federal Acts does not confer 
any greater right than already existed at common law, United States Printing & 
Lithograph Co. v. Griggs, Cooper and Co., 279 U. S. 156, 49 Sup. Ct. 267, 73 L. ed. 
650 (1928) ; Prestonettes v. Coty, 264 U. S. 359, 44 Sup. Ct. 350, 68 L. ed. 731 
(1923). 

The sworn declaration in plaintiff’s application for registration that plaintiff was 
claiming the trade-mark on prescription bottles was held a disclaimer or abandonment 
of any common-law right to apply the mark to any other product. The court used 
the analogy of the reissue patent and cited Sontag Chain Stores Co. v. National Nut 
Co., 310 U. S. 281, 60 Sup. Ct. 961, 84 L. ed. 881 (1940), where the Supreme 
Court reversed the Circuit Court of Appeals and held that recapture within two 
years of what a patentee dedicates to the public is not permissible “at the expense 
of innocent parties.” The analogy appears to be rather far fetched in view of the 
great difference in the rights of the patentee and the owner of the trade-mark. The 
patentee in the absence of an earlier inventor is the only one permitted to recapture 
the dedicated part of the patent and if not recaptured no one can claim exclusive use 
of the dedicated part. Any abandoned rights to the trade-mark may be recaptured 
by the one who first uses it as a common-law trade-mark and he may then claim 
exclusive use of the mark on certain goods. In the first instance the public obtains 
something which cannot be taken from it and in the second instance the benefit 
accrues to a few. Trade-mark rights may be lost by abandonment, non-user, laches 
or acquiescence. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 
357, 60 L. ed. 713 (1915). Some courts hold that there must be an intent to abandon. 
Nieman v. Plough Chemical Co., 22 F. (2d) 73 (C. C. A. 6th, 1927), cert. den., 
277 U. S. 603, 48 Sup. Ct. 563, 72 L. ed. 1010 (1928). Where there is a disclaimer 
to part of the mark there is a strong indication against broader rights. Warner Pat- 
terson Co. v. Malcomb, 39 F. (2d) 274 (C. C. P. A. 1930) ; Recomier Manufac- 
turing Co. Vv. Harriet Hubbard Ayer, 59 F. (2d) 802 (S. D. N. Y. 1932). Acquies- 
cence of use by another may act as abandonment. Jacobs v. lodent Chemical Co., 
41 F. (2d) 637 (C. C. A. 3d, 1930) (plaintiff sold defendant’s product) ; Coca-Cola 
v. Carlisle Bottling Work, 43 F. (2d) 119 (C. C. A. 6th, 1930), aff’g, 43 F. (2d) 
101 (1930) (defendant promised not to sell a substitute for plaintiff's product and 
plaintiff remained silent for three years). There was no abandonment in Aunt 
Jemima Mills Co. v. Rigney, 247 Fed. 407 (C. C. A. 2d, 1917), rev’g, 234 Fed. 804, 
cert. den., 245 U. S. 672, 38 Sup. Ct. 222, 62 L. ed. 540 (1917) (defendant told 
plaintiff it was going to use mark and plaintiff said it presumed defendant could 
do so without violating any law and did not sue until eight years later. Strong 
dissent.) The theory of disclaimer or abandonment advanced by the court differs 
from the previous theories in that there is neither an express disclaimer nor knowl- 
edge of defendant’s adverse use. This appears to be the first case in which the 
theory was advanced. 

That there is no infringement unless the marks are similar and are applied to 
goods of the same descriptive properties is well settled. The court applies the doc- 
trine of confusing similarity by pointing out the differences in the goods and in the 
marks. This is the same test used in unfair competition suits and thus indicates 
again that trade-mark infringement is but a branch of the law of unfair competition. 
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The doctrine of expansion of business does not entitle plaintiff to an unhampered 
use of its trade-mark on products normally considered of its manufacture. The 
doctrine has been given both narrow and broad scope. In the narrow sense it is 
extended only to the use of the same mark on goods of the same descriptive prop- 
erties. Sexton v. Schoenhofen, 50 App. D. C. 363, 273 Fed. 327 (1921) (not 
extended from root beer compound to the beverage). It may be extended to normal 
and expected expansion to related goods. Landers, Frary & Clark v. Universal 
Cooler Corp., 85 F. (2d) 46 (C. C. A. 2d, 1936) (refrigerators and other house- 
hold electrical appliances). It may be extended to new lines of goods. Finchley v. 
Finchly, 40 F. (2d) 736 (Md. 1929). Unless the purchaser is misled as to source 
the doctrine does not apply in some jurisdictions. Standard Oil Co. v. California 
Peach and Fig Growers, 28 F. (2d) 283 (Del. 1928) (Nujol & Nujol Treated Figs 
confused). The majority of courts will give broad protection to distinctive names 
and narrow protection to names commonly used. Protection granted. Anheuser- 
Busch v. Budweiser Malt Products Corp., 295 Fed. 306 (C. C. A. 2d, 1923), 
aff’g, 287 Fed. 243 (1921) (Budweiser on beer and malt); Mantle Lamp Co. v. 
Aladdin Manufacturing Co., 78 F. (2d) 426 (C. C. A. 7th, 1935), cert. den., 296 
U. S. 639, 59 Sup. Ct. 173, 80 L. ed. 454 (1935) (Aladdin on phonograph and 
radios) ; Wall v. Rolls Royce, 4 F. (2d) 333 (C. C. A. 3d, 1925) (Rolls-Royce on 
autos and radio tube). Protection denied. Pabst Brewing Co. v. Decatur Brew- 
ing Co., 284 Fed. 110 (C. C. A. 7th, 1922) (Blue Ribbon on beer and malt, name 
registered 60 times) ; Pease v. Scott Milling Co., 5 F. (2d) 524 (Mo. 1925) (Nox-all 
on stock feed and flour, name registered 30 times). Regardless of what the courts 
say in reaching a conclusion, it is clear from their reasoning that they are actually 
deciding the case on the basis of unfair competition. In most cases apparent con- 
tradictory decisions may be reconciled if all the surrounding circumstances are con- 
sidered. The majority of the courts reach their decisions by “weighing the equities” 
as in Emerson Electrical Manufacturing Co. v. Emerson Radio & Phonograph Co., 
105 F. (2d) 908 (C. C. A. 2d, 1939), cert. den., 308 U. S. 616, 60 Sup. Ct. 262, 
84 L. ed. 515 (1939). 

The conclusion reached by the court is clearly correct. In view of the universal 
use of the mark “Pyrex” to designate heat-resistant glass any other result would 
be absurd and the lower court certainly did not “weigh the equities.” In fact, the 
lower court’s decision was more absurd than the decision in Procter and Gamble 
Co.v. J. L. Prescott Co.,77 F. (2d) 98 (C. C. P. A. 1935) (cancellation of “Chipso” 
ordered as infring “Chas-O”). The decision is comparable to that of the English 
court in Re Chesebrough’s Trade-Mark, 19 Rep. Pat. Cas. 342, 2 Ch. 1, 43 Digest 
178, 19 R. P. C. 342 (C. A. 1902) (“Vaseline” as mark for petroleum jelly pro- 
tected). In reaching the result, however, the court makes broad statements which 
should not be followed blindly in deciding other cases.” 


1. The George Washington Law Review, February, 1941, p. 491. 
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THE SLOGAN AS AN ADJUNCT TO THE TRADE-MARK 


We venture the assertion that no one could read through the lists of trade-slogans 
that have been published in our pages during recent years without being impressed 
with their number, variety and general effectiveness as related to their respective 
products. 

Slogans are a comparatively new adoption in the world of trade. Although 
they had been used by some American concerns prior to 1900, their greatest 
development has probably taken place since that date. Frankly an advertising 
device, their use has consistently increased with the growth of advertising until 
today there are but comparatively few of the larger competing producers, who 
nationally advertise their products, that do not realize the value of the slogan, both 
as a sales medium and as a creator of good-will. In both respects they challenge 
comparison with the various campaign slogans, which from time to time have 
played an important part in winning support for candidates and causes, and occa- 
sionally have even become historic, as witness the famous “Tippecanoe and Tyler 
too” slogan used in the presidential campaign of 1840, also the “We Want Willkie” 
slogan of a hundred years later. 

The commercial value of slogans, of course, depends largely upon their aptness 
and originality—both virtues of good advertising. The effect of a striking phrase 
in riveting attention on the trade-mark, and hence on the product, often serves to 
create an interest therein and induce a sale that would otherwise have gone else- 
where. As an adjunct to the trade-mark, therefore, the slogan, while it seldom 
displaces the former as a symbol of good-will, can and does enhance that good-will 
and serves also to more completely identify to consumer the product on which 
it is used. 

The appeal to the eye sometimes helps materially to drive home the message of 
the slogan. When we think of a certain well-known make of soap, first to come to 
mind is the picture of the little chick, just emerged from its shell. The accompanying 
slogan, “Hasn’t scratched yet,” in conjunction with the picture, fixes our attention 
upon the principal quality of the goods more powerfully than many columns of 
description could do, and in many cases, probably remains in the memory when 
the trade-mark or trade-name itself is forgotten. The value of such a combination, 
both as an advertising feature and as a trade-mark adjunct, is difficult to over- 
estimate. 

In certain cases, too, the slogan is so devised as to identify trade-mark with owner 
(e.g., “If It Isn’t an Eastman, It Isn’t a Kodak”) and thus aids immeasurably in 
keeping the mark before the public as a distinctive term, which, in view of the 
unfortunate tendency of certain popular marks to be considered generic, is no mean 
service. 

In its legal aspect, the slogan is in a somewhat anomalous position. It cannot 
ordinarily be registered as a trade-mark, nor can it be protected, per se, under the 
label or copyright acts. Its claim to protection under the common law, however, is 
no doubt paramount to that of the trade-mark, the one who is first to adopt and 
use it having the best right thereto. The fact that few, if any, cases involving the 
right to a slogan have been adjudicated does not, of course, make them less liable to 
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4 infringement, nor relieve slogan owners from the responsibility of establishing 
: their claims by constant publicity and use. 


It was with a view to rendering its members a service of this kind that the Asso- 
ciation began several years ago the publication at frequent intervals of their slogans, 
as actually used, in the belief that such publicity would be helpful in establishing their 
claims of ownership, and at the same time put other producers on notice respecting 
the slogans themselves. It is hoped that members and others who use slogans will 
feel free to avail therhselves of the opportunity thus presented. L. E. D. 





NEW URUGUAYAN TRADE-MARK LAW 


A new trade-mark law has been enacted in Uruguay. The law was published in 
the Diario Oficial of October 14 and went into effect on October 24, 1940. Regu- 
lations for the execution of this law dated November 29 were published in the issue 
of December 10 of the Diario Oficial. The new law follows in the main the pro- 
visions of the old law of July 13, 1909. The changes in the new law are as collows: 

The provisions of the law regarding registrable trade-marks have been changed 
in two particulars: Combinations of colors applied to containers of products may 
constitute a trade-mark. Surnames are registrable provided an opposition thereto 
is not filed by a person bearing that name, in which case the grant of the registration 
is at the discretion of the Trade-Mark Office." Registrants, as under the old law, 
must prove that they are engaged in commerce or industry. In case of an assign- 
ment of a registration, the assignee is required to show that he is a trader or manu- 
facturer. In addition, the assignor shall be required to state whether he owns other 
marks identical or similar to the one which he transfers. If he conceals or fails to 
disclose such trade-marks, he loses his rights in such other trade-marks.* 

The registration of a trade-mark becomes conclusive as against a prior user at 
the expiration of two years from the date of registration. However, the registration 
of a trade-mark invalid under the law may be cancelled at any time.® 

Applications are now published for a period of ten days in the Diario Oficial and 
not fifteen as before, and the period of opposition is twenty days from the date of 
the last publication instead of ten days as under the previous law.* The practice 
of the Office under the old law allowed oppositions to be filed even after the expira- 
tion of the opposition period, provided the same were on file before the grant of 
the registration. The Office now considers the period of twenty days as final as 
regards a prior user. If no timely opposition has been filed, the prior user maintains 
his right to seek the cancellation of a registration after the same has been granted 
within the aforesaid period of two years.*° It appears that the old practice will con- 
tinue with regard to owners of prior registrations or even with regard to parties 
who may oppose an application on the ground that it violates the provisions of the 
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Art. 1 and 2 (3) and (10). 
Art. 8 and 14. 
Art. 9 and 10. 
Art. 18. 

Art. 10, par. 5. 
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law with regard to unregistrable trade-marks. This is so because Article 18 pro- 
vides that “if after the expiration of twenty days from the date of the last publica- 
tion no one has opposed the registration and an identical or similar mark has not 
been previously granted to a third party, and if there are no applications of this sort 
pending and always provided that the provisions of Article 2 have not been con- 
travened, the trade-mark shall be registered by the Industrial Property Office.” 
Article 2 is the article which specifies the cases where a trade-mark is not registered. 
It is specifically provided in the new law that recourse to opposition proceedings shall 
constitute a bar to the subsequent commencement of an action for cancellation on 
the same grounds. It is also a requirement, under the new law, that when the 
prior user has succeeded in preventing the registration of an infringing mark he 
must thereafter apply for the registration thereof within thirty days. Upon 
failure of the prior user to file such application the applicant for the similar mark is 
entitled to have the decision rejecting his mark reconsidered.’ 

The term of registration continues to be of ten years with right to apply for 
renewal for similar terms. Under the old law there was a “dead” period of two 
years following the expiration of a registration during which period only the owner 
of such registration or his legal representatives might apply for a new registration 
of the same mark. Under the new law this has been eliminated. There is still a 
right granted to the owner of an expired registration to seek the renewal of such 
registration within 120 days thereafter but such renewal shall only be granted pro- 
vided that similar marks have not been registered or applied for. It is also provided 
in the new law that the renewal of a registration shall constitute a renunciation with 
respect to the classes or products included in the prior registration which have not 
been specifically claimed in the renewal.® 

Under the old law the owner of an expired registration could not invoke the 
benefits of the law with respect to the expired trade-mark. Under the new law, 
the owner of a trade-mark which was registered in Uruguay but the registration of 
which has not been duly renewed may oppose an infringing mark or seek its can- 
cellation and it is explicitly provided that it shall be presumed in his favor that the 
mark was used in Uruguay during the period in which it remained on the register.’ 
Accordingly, all that this owner would have to prove is that the use of the mark 
continued after the expiration of the registration. 

Administrative decisions by which the registration of a trade-mark is granted, 
refused or cancelled, may be reconsidered, provided application for reconsideration 
is filed within thirty days after the issuance of the respective decision. Only one 
reconsideration would be permitted. Once the administrative remedies have been 
exhausted, an action at law may be commenced within a period of sixty days.”° 

The old law contained a provision constituting a statute of limitation under 
which no action, civil or criminal, could be brought more than three years after the 
commission or repetition of the offense, or more than one year from the date on 


6. Art. 10, par. 6. 

7. Art. 10, last par., and Art. 13. 
8. Art. 11. 

9. Art. 10, par. 2 and 4. 
10. Art. 13. 
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which the owner of the trade-mark first became aware of the act complained of. 
The aforesaid period of three years has now been increased to four years under 
the new law.” 

The Patent and Trade-mark Office in Uruguay is hereafter designated as the 


Industrial Property Office. 





PRACTISING LAW INSTITUTE OFFERS ADVANCED COURSE IN 
PATENT AND TRADE-MARK LAW 


Attention of patent attorneys, and our readers generally, is called to this course 
which has been arranged by the Practising Law Institute. 

The Institute is a non-profit-making educational school which offers courses 
for the young practicing lawyer in every important field of law. For the first time, 
there is now being offered a series of lectures on patent and trade-marks by some of 
the most distinguished practitioners in this field. The program for the course, the 
cost of which is $20.00 for the entire course, or $2.50 for each individual lecture, 
and which will be held at the Engineering Society Building, 29 West 39th Street, 
New York, N. Y., is summarized as follows: 


Fes. 25—INFRINGEMENT SUITS: R. Morton ADAMS 
(Mr. Adams is a member of the firm of Pennie, Davis, Marvin & Edmonds, and Special 
Lecturer on Law at the Graduate School of Stevens Institute of Technology.) 

Jurisdiction, interrogatories, other considerations pertaining to preparation for trial, declaratory 

judgments, suits against customers, and related matters. 


Mar. 4—INFRINGEMENT SUITS: MERRELL E. CLARK 
(Mr. Clark is a member of the firm of Fish, Richardson & Neave, and was formerly 
President of the New York Patent Law Association.) 

Conduct of the trial, accounting, appeal. 


Mar. 11—PATENTS AND THE ANTI-TRUST LAws: SAMUEL S. ISSEKS 
(Mr. Isseks is Special Assistant to the Attorney General of the United States, Antitrust 
Division.) 


The legality under the Anti-Trust Laws of certain practices in relation to patents. 


Mar. 18—PATENTS AND THE ANTI-TRusT LAws: GeorcE E. Foik 
(Mr. Folk is Special Patent Adviser to the National Association of Manufacturers, and 
was formerly Patent Counsel to the American Telephone & Telegraph Company.) 

Patent pools and cross licensing agreements. 


Mar. 25—DRAFTING PATENT CLAIMS: SAMUEL E. Darsy, Jr. 
(Mr. Darby is a member of the firm of Darby & Darby.) 

Drawing patent specifications and claims in the light of recent decisions affecting their validity 

and scope. 


Apr. I—CHEMICAL PATENTS: Epwarp THOMAS 
(Mr. Thomas is the author of “Law of Chemical Patents” and “Handbook for Chemical 
Patents.’”) 


A review of the major problems peculiar to chemical patents and chemical inventions. 


11. Art. 38. 
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Apr. 8—FOREIGN PATENTS: LAWRENCE LANGNER 
(Mr. Langner is a member of the firm of Langner, Parry, Card & Langner.) 
A survey of foreign patent practice; the effect of the war on foreign patents. 


Apr. 15—RECENT DECISIONS: Drury W. Cooper 
(Mr. Cooper is a member of the firm of Cooper, Kerr and Dunham.) 
Important recent cases, and current trends in court decisions. 


Apr. 22—LICENSING : Epwarp H. GREEN 
(Mr. Green is a member of the firm of Sullivan & Cromwell.) 
Suggestions on the drafting of licensing agreements, and the commercial exploitation of patents. 


Apr. 29—UNFAIR COMPETITION : Harry D. Nims 
(Mr. Nims is a member of the firm of Nims & Verdi; author of “Unfair Competition and 
Trade-Marks”’; and a member of the Judicial Council of the State of New York.) 

Some current developments in the law of unfair competition, and the trend of recent decisions. 


May 7 (Wed.)—TRADE-MARKS: WALTER J. DERENBERG 
(Mr. Derenberg is the author of “Trade-Mark Protection and Unfair Trading.” He is a 
member of the faculty of the Law School of New York University.) 

Methods of protecting trade-marks by registration and appropriate advertising ; foreign registra- 

tion; print and label registration; infringement suits. 


May 13—PATENTs AND GENERAL LAW: THEODORE S. KENYON 
(Mr. Kenyon is a member of the firm of Kenyon & Kenyon, and President of the New 
York Patent Law Association.) 

Some practical aspects of patent law as a part of the general law. 


TRADE SLOGANS 


As published in our January issue at page 16, the slogan of the General Baking 
Company should have read as follows: 


“The Breakfast Gang”—Date of first use December 30, 1940. 


Another slogan recently received at this office is as follows: 
“Snow Lad Plaid” Solant & Solant, Inc. 


WANTED 


We are in special need of the following issues of the Reporter and will pay 50c 
for each copy mailed to our office, 522 Fifth Avenue, New York, N. Y., in good con- 
dition : 


December, 1938 (vol. 28, No. 12) 
January and March, 1939 (vol. 29, Nos. 1 and 3) 
March, 1935 (vol. 25, No. 3) 








